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DETAILED ACTION 

1 . Applicant is reminded that in order for a patent issuing on the instant application 
to obtain the benefit of priority based on priority papers filed in parent Application No. 
PCT/US2004/020159 under 35 U.S.C. 1 19(a)-(d) or (f), a claim for such foreign priority 
must be timely made in this application. To satisfy the requirement of 37 CFR 

1 .55(a)(2) for a certified copy of the foreign application, applicant may simply identify the 
application containing the certified copy. 

Election/Restrictions 

2. Applicant's election without traverse of Group II and Species D in the reply filed 
on 11/20/2008 is acknowledged. 

Claims 1-7 and 14-20 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b) as being drawn to nonelected Groups II and III, there being no allowable 
generic or linking claim. The requirement is deemed proper and is therefore made 
FINAL. 

In the reply filed 1 1/20/2008, claims 21 and 22 were newly added. Claim 8 was 
amended. Thus, claims 8-13, 21 and 22 are currently pending. 

Specification 

3. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
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requested in correcting any errors of which applicant may become aware in the 
specification. 

The disclosure is objected to because of the following informalities: It is the 
Examiner's position that Applicant has invoked sixth paragraph, means-plus-function 
language to define Applicant's invention. Therefore the Examiner requires the Applicant 
to amend the Specification pursuant to 37 CFR 1 .75(d) and MPEP 608.01 (o) to 
explicitly state, with reference to the terms and phrases of the claim element, what 
structure, materials, and acts perform the function recited in the claim element. Please 
note that the MPEP clearly states, "Even if the disclosure implicitly sets forth the 
structure, materials, or acts corresponding to the means-(or step-) plus-function claim 
element in compliance with 35 U.S.C. 112, first and second paragraphs, the PTO may 
still require the applicant to amend the Specification pursuant to 37 CFR 1 .75(d) and 
MPEP 608.01(0). Also see MPEP 2181 (Rev. 1, Feb. 2000). 

Appropriate correction is required. 

Claim Objections 

4. Claim 8 is objected to because of the following informalities: It is the Examiner's 
position that Applicant has invoked sixth paragraph, means-plus-function language to 
define Applicant's invention. Therefore the Examiner has objected to the claims for 
reasons set forth above in the objection to the specification. 

5. Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claims 8-10 and 13 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Brock (U.S. Pat. 7,297,142 B2). 

Regarding claim 8, Brock discloses an apparatus for manipulating elongate 
members during a medical procedure, comprising a base (42) coupled to an elongate 
member, the base comprising a stand (43) and a module (40), the module comprising a 
housing (44) rotatable about the elongate axis and comprising an interior for engaging 
the member therethrough, the housing comprising means for advancing the retracting 
the elongate member over a distance not limited by the housing (see Fig. 7 of Brock). 
The apparatus further contains a first motor (13) in the form of a driver (e.g. 50) coupled 
to the base to advance or retract the elongate members and a second motor (565) to 
rotate the base. 

Regarding claim 9, the relative speed of the two motors provides coordinated 
motion (col. 7, lines 15-20). 

Regarding claim 10, Fig. 7 of Brock shows wheels (29, 608, 626) which advance 
or retracts the elongate members. 
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Regarding claim 13, a computer system (9) receives user input to direct the first 
and second motors. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

10. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brock (U.S. Pat. 7,297,142 B2) in view of Lee et al (U.S. Pat. 7,331,967, hereinafter 
"Lee"). 

Regarding claim 11, it is noted that Brock does not show a biasing mechanism. 
Lee discloses a surgical instrument coupling mechanism having elongate members 
which are controlled by user input and operated by a variety of motors, further 
comprising a wheel (308) for advancing or retracting the elongated members, with a 
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guide post interpreted as a biasing mechanism (e.g. 718) to bias the elongate member 
against the wheel. It would have been obvious for one of ordinary skill in the art at the 
time of the invention to considering implementing a biasing mechanism suggested by 
Lee into the device of Brock, so as to more easily control elongated members by 
ensuring that the wheel for retracting or advancing the members comes in contact with 
the elongated members most easily and accurately, and a biasing mechanism of Lee 
would be suitable to accomplish this task. 

1 1 . Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brock (U.S. Pat. 7,297,142 B2) in view of Ferry et al (U.S. Pub. 2002/0177789 A1, 
hereinafter "Ferry"). 

Regarding claim 12, it is noted that Brock does not disclose a clip. Ferry 
discloses a system and methods for advancing a catheter, comprising an elongated 
member (330) which is fastened to a motorized advancing and retracting means with a 
clip (332). It would have been obvious for one of ordinary skill in the art at the time of 
the invention to fasten a clip such as that taught by Ferry to the invention of Brock so as 
to more securely fasten the elongate member or to allow the elongate member to be 
clipped and undipped so as to be inserted into the device at an point in its length, with 
the expected result of providing manual advancement. 

12. Claims 21 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Brock (U.S. Pat. 7,297,142 B2) in view of Robertson et al (U.S. Pat. 5,397,859). 
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It is noted Brock discloses the claimed invention except for where the housing 
comprises a clamshell configuration having a first open and second closed position. 
Robertson discloses an enclosure for cables, which has a housing (10) with a clamshell 
configuration and two operating positions (see Fig. 6). It would have been obvious for 
one of ordinary skill in the art at the time of the invention to consider using a clamshell 
configuration housing with two positions taught by Robertson in the device of Brock, 
since doing so would provide an easy way to remove an elongated member from its 
housing for the purposes of replacement or cleaning and as suggested by Robertson, is 
useful to protect or access sensitive working parts such as parts disclosed by Brock, 
located within the housing. 



Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Applicant is directed to the Notice of References Cited. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SCOTT MEDWAY whose telephone number is (571) 
270-3656. The examiner can normally be reached on Monday through Friday, 7:30 AM 
to 5:00 PM. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Nicholas Lucchesi can be reached on (571) 272-4977. The fax 
phone number for the organization where this application or proceeding is assigned is 
571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Scott J. Medway/ 
Examiner, AU 3763 
01/27/2009 

/Nicholas D Lucchesi/ 

Supervisory Patent Examiner, Art Unit 3763 



